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DETAILED ACTION 

1 . In view of the appeal brief filed on 12/29/08, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of the following 
two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action is non- final) or a reply under 37 
CFR 1.113 (if this Office action is final); or, 

(2) initiate a new appeal by filing a notice of appeal under 37 CFR 41.31 followed by an 
appeal brief under 37 CFR 41 .37. The previously paid notice of appeal fee and appeal brief fee 
can be applied to the new appeal. If, however, the appeal fees set forth in 37 CFR 41 .20 have 
been increased since they were previously paid, then appellant must pay the difference between 
the increased fees and the amount previously paid. 

A Supervisory Patent Examiner (SPE) has approved of reopening prosecution by signing 

below. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC § 112 

3. Claims 1-3, 17, 18, 21, 22, 24-26, 28-30, 33 and 34 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. The term "not less than an ordinary 
temperature" in claims 1,17, 24, and 29 is a relative term which renders the claim indefinite. 
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The term "an ordinary temperature" is not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the art would 
not be reasonably apprised of the scope of the invention. The Examiner notes that the only place 
that recites "ordinary temperature" is with respect to the roll temperature wherein a parenthetic 
expression is recited after the term and states "an environment suitable for human work". 
However, the Examiner notes that the term "suitable for human work" is also a relative term 
given that an environment suitable for one human may be considered unsuitable for another, or 
an unsuitable environment may be suitable given the correct protective clothing, e.g. on the 
outside of a spacecraft in orbit. Therefore, the Examiner takes the position that the specification 
does not define the term "not less than an ordinary temperature" in a manner that one having 
ordinary skill in the art would be reasonably apprised of the scope of the claimed invention and 
hence one having ordinary skill in the art could not interpret the metes and bounds of the claim 
so as to understand how to avoid infringement. 

Claim Rejections - 35 USC § 102/103 

4. Claims 1-3, 17-18, 21-22, 24-26, 28-30 and 33-34 are rejected under 35 U.S.C. 102(e) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Nakamura et al 
(USPN 6,383,559) for the reasons recited in the prior office action and restated below. 

5. Nakamura et al teach an anti-reflection film and display device comprising a layer of fine 
particles or microparticles arranged or packed closely to one another forming a layer on the 
surface of a support, generally a transparent support or film such as cellulose derivatives, 
polyesters like polyethylene terephthalate, polycarbonates, polyolefins like polyethylene or 
polypropylene, and polymethyl methacrylate (acrylic film); wherein triactyl cellulose, 
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polycarbonate and polyethylene terephthalate are preferred (Abstract; Col. 12, lines 27-58; Col. 
13, lines 38-55; Figure 1.) Nakamura et al teach that the microparticles have a mean particle size 
of 5 to 200nm, preferably 5 to 50nm, and can be made of fluororesin or an inorganic substance 
such as metal fluorides or metal oxides wherein the metal atom may be tin, indium, zinc, 
cadmium, antimony, aluminum, and other metals as listed at Col. 8, lines 40-46, as well as 
inorganic particles containing two or more metal atoms (reads upon claimed metal oxides as well 
as "conductive" fine particles; Col. 5, lines 43-44; Col. 8, lines 39-47.) Nakamura et al also 
teach that the fine particles are used in the form of a dispersion which is applied to the substrate 
and then dried and that the layer further comprises from 5 to 25wt% of a transparent binder to fill 
a portion of the micro voids between the particles {reads upon "impregnated with a transparent 
substance" as in Claims 21 and 33; Col. 12, lines 27-Col. 13, line 4.) Nakamura et al teach that 
the particle dispersion liquid can include the fine particles and polymerizable monomers that 
may be reacted after coating the solution to produce the binder resin (hence reads upon "no 
binder resin " as recited in Claim 24 given that the "resin " itself is not present in the coating 
liquid and the claimed invention does not exclude subsequent formation or impregnation of a 
binder resin; Col. 13, lines 13-31.) With respect to the claimed "compression force" and 
"temperature below a glass transition temperature", though Nakamura et al do not specifically 
teach these process limitations, the Examiner takes the position that these limitations are product- 
by-process limitations wherein the invention taught by Nakamura et al appears to provide the 
same structure as the claimed invention. Given that product-by-process claims are not limited to 
the manipulations of the recited steps, only the structure implied by the steps, and given that the 
steps do not clearly imply any difference in structure based on the discussion in paragraph 3 of 
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the office action dated 5/2/07, the Examiner takes the position that invention taught by 
Nakamura et al anticipates the claimed functional film. Alternatively, the Examiner notes that if 
the structure of the film taught by Nakamura et al is not inherently the same as the instantly 
claimed film, it would have been obvious to one having ordinary skill in the art at the time of the 
invention to recognize that temperature and pressure can work together to achieve a desired 
outcome or compression of the particle layer on and/or into the support wherein one could lower 
the temperature but increase the pressure to obtain the same desired structure, noting that the 
level of compression is a known result effective variable affecting the mechanical properties of 
the final end product. 

6. Claims 1-3, 17-18, 22, 24-26, 28-30, and 34 are rejected under 35 U.S.C. 102(a) as being 
anticipated by WO 00/72373 Al (WO'373.) WO'373 teaches a method of manufacturing a 
nanostructured thin film electrode comprising the steps of preparing a suspension of semi- 
conducting nanometer-sized particles in a volatile suspending agent, depositing the particle 
suspension on a conducting substrate, removing the suspending agent by evaporation, and 
compressing the deposited particles (Abstract.) WO'373 teaches that the particles may be metal 
oxides as recited at Page 6, lines 5-9, including zinc oxide, and have a particle size within the 
range of up to lOOOnm, preferably 10-100nm (Page 6, lines 5-15.) WO'373 teaches that the 
conducting substrate may be a glass or plastic sheet coated with a conducting material wherein 
examples include a coated PET sheet (Page 6, line 32-Page 7, line 7; Examples; Note: both 
suitable commercial plastic substrates disclosed comprise PET.) WO'373 teaches that the 
compression can be performed at ambient conditions {reads upon claimed temperature range) 
with sufficient pressure to provide sufficient contact between adjacent particles within the film as 
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well as between particles and the conducting layer and may be applied using a steel pressure 
plate or roller mill (Page 7, line 33-Page 9, line 24.) WO'373 teaches example pressures ranging 
from 100-1000kg/cm 2 , with the optimal properties obtained for a pressure of approximately 500 
kg/cm 2 (Examples; hence about 9.8-98 N/mm 2 , with optimal at 49N/mm 2 .) WO'373 further 
teaches that when using sufficiently small particles of less than lOOOnm, no binder is necessary 
in addition to the compression to achieve a sufficiently strong mechanical adherence between the 
particles, and between the particles and the conducting layer (Page 8, lines 11-15.) 

7. Applicant cannot rely upon the foreign priority papers to overcome this rejection because 
a translation of said papers has not been made of record in accordance with 37 CFR 1 .55. See 
MPEP § 201.15. 

Response to Arguments 

8. Applicant's arguments filed 12/29/08 have been fully considered but they are not 
persuasive with respect to the rejection under 35 U.S.C. 1 12, 2nd paragraph. As discussed in 
further detail above, the Examiner notes that the term "not less than an ordinary temperature" is a 
relative term that has not been defined by the specification in a manner that one having ordinary 
skill in the art would be reasonably apprised of the scope of the claimed invention. The 
Applicant argues that the specification clearly defines the term as being at a temperature 
"suitable for human work". However, the Examiner notes that the term "suitable for human 
work" is also a relative term given that an environment "suitable" for one human may be 
considered unsuitable for another, or an unsuitable environment may be suitable given the 
correct protective clothing, e.g. on the outside of a spacecraft in orbit. Therefore, the Examiner 
maintains her position that the specification does not define the term "not less than an ordinary 
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temperature" in a manner one having ordinary skill in the art would be reasonably apprised of the 
scope of the claimed invention and hence one having ordinary skill in the art could not interpret 
the metes and bounds of the claim so as to understand how to avoid infringement. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monique R. Jackson whose telephone number is 571-272-1508. 
The examiner can normally be reached on Mondays-Thursdays, 10:00AM-5 :00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Callie Shosho can be reached on 571-272-1 123. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Monique R Jackson/ 

Primary Examiner, Art Unit 1794 

April 13, 2009 



/Rena L. Dye/ 

Supervisory Patent Examiner, Art Unit 1794 



